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DETAILED ACTION 

Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as to 
prevent the unjustified or improper timewise extension of the "right to exclude" granted 
by a patent and to prevent possible harassment by multiple assignees. See In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 
225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 
(CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re 
Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must fully 
comply with 37 CFR 3.73(b). 

2. Claim 1-36 of instant application 10/806,668 (hereafter '668) are 
provisionally rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-34 of copending Application-No. 
10/806,667 (hereafter "667). Although the conflicting claims are not identical, they are 
not patentably distinct from each other because all the limitations of claims 1-36 of '668 
are found in claim 1-34 of '667. 

Therefore, Claims 1-36 of '668 are anticipated by claim 1-34 of '667 
because all the limitation of broader genus claims of '668 are contained in the narrower 
species claims of '667, as enunciated in ELI LILLY AND COMPANY v BARR 
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LABORATORIES, INC., United States Court of Appeals for the Federal Circuit, ON 
PETITION FOR REHEARING EN BANC (DECIDED: May 30, 2001). 

"A later patent claim is not patentably distinct from an earlier patent claim 
if the later claim is obvious over, or anticipated by, the earlier claim. In re Lon.qi. 759 
F.2d at 896, 225 USPQ at 651 (affirming a holding of obviousness-type double 
patenting because the claims at issue were obvious over claims in four prior art 
patents); In re Ber.q. 140 F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming 
a holding of obviousness-type double patenting where a patent application claim to a 
genus is anticipated by a patent claim to a species within that genus). " ELI LILLY AND 
COMPANY v BARR LABORATORIES, INC., United States Court of Appeals for the 
Federal Circuit, ON PETITION FOR REHEARING EN BANC (DECIDED: May 30, 
2001). 

3. This is a provisional obviousness-tvpe double patenting rejection 
because the conflicting claims have not in fact been patented. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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5. Claims 1-7, 11-17, 21-35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dhir et al. (U.S. Patent No. 7,142,557 B2), hereinafter "Dhir", in view 
of Cheng (U.S. Pub. No. 2003/0221034 A1). 

Referring to claim 1 : 

i. Dhir teaches: 

A cryptographic device comprising: 

a cryptographic module and a communications. module (see figure 
8, elements 321 'encryption engine', 301 'wlan [i.e., wireless local area network] 
transceiver' of Dhir); 

said cryptographic module comprising 

a user Local Area Network (LAN) network interface (see figure 8, 
elements 325 'host bus interface', 326 'host device interface'; and figure 9, element 335 
'LAN', of Dhir), 

a cryptographic processor coupled to said user Local Area 
Network (LAN) network interface (see figure 8, element 321 'encryption engine' of Dhir), 
and 

said communications module comprising 

a network wireless LAN interface (see figure 8, element 301 'wlan 
[i.e., wireless local area network] transceiver' of Dhir), coupled to said cryptographic 
processor and switchable between wireless LAN modes (see column 3, lines 1-17 of 
Dhir). 

However, Dhir does not specifically mention that the cryptographic 
module and the communication module are removably coupled. 

ii. Cheng teaches a add-on card for connecting to both wired and 
wireless networks, wherein Cheng discloses that "The network connection module can 
be detachable from the add-on card to allow for various network configurations." (see 
figure 4; and abstract, lines 9-1 1 of Cheng). 
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iii. It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teaching of Cheng into the method of 
Dhir to make the communication module removable. from the cryptographic device. 

iv. The ordinary skilled person would have been motivated to have 
applied the teaching of Cheng into the system of Dhir to make the communication 
module removable from the cryptographic device, because "The network connection 
module can be detachable from the add-on card to allow for various network 
configurations." (see figure 4; and abstract, lines 9-1 1 of Cheng). 

Referring to claims 2. 12. 22, 26. 30 : 

Dhir and Cheng teach the claimed subject matter: a cryptographic device 
(see claim 1 above). They further disclose that the network wireless LAN interface 
circuit is switchable to one of an access point (AP) mode, an infrastructure mode, and 
an ad-hoc mode (see figure 9; and column 3, lines 1-17 of Dhir). 
Referring to claims 3, 13, 23, 27. 31 : 

Dhir and Cheng teach the claimed subject matter: a cryptographic device 
(see claim 1 above). They further disclose the connector (see figure 4, element 55A, 
55B, 57A, 57B of Cheng). 

Referring to claims 4; 14. 24, 28. 32 : 

Dhir and Cheng teach the claimed subject matter: a cryptographic device 
(see claim 1 above). They further disclose the Ethernet (see column 2, lines 18 of 
Dhir). 

Referring to claims 5, 15. 33 : 

Dhir and Cheng teach the claimed subject matter: a cryptographic device 
(see claim 1 above). They further disclose the power (see page 3, paragraph [0030], 
lines 10-13 of Cheng). 

Referring to claims 6, 16. 34 : 

Dhir and Cheng teach the claimed subject matter: a cryptographic device 
(see claim 1 above). They further disclose the encryption algorithm (see column 9, 
lines 19-20 of Dhir). 

Referring to claims 7, 17. 35 : 
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Dhir and Cheng teach the claimed subject matter: a cryptographic device 
(see claim 1 above). They further disclose the processor and the encryption circuit 
(see figure 8, elements 324 'baseband processor', 321 'encryption engine' of Dhir). 
Referring to claim 1 1 : 

i. Dhir teaches: 

A cryptographic device comprising: 

a cryptographic module and a communications module (see figure 
8, elements 321 'encryption engine', 301 'wlan transceiver' of Dhir); 

said cryptographic module comprising 

a user local area network interface (LAN) (see figure 8, elements 
325 'host bus interface', 326 'host device interface'; and figure 9, element 335 'LAN', of 
Dhir), 

a cryptographic processor coupled to said user LAN interface (see 
figure 8, element 321 'encryption engine' of Dhir), and 

said communications module comprising 

a network wireless LAN interface (see figure 8, element 301 'wlan 
[i.e., wireless local area network] transceiver' of Dhir), and 

said communications module comprising a predetermined one 
from among a plurality of interchangeable communications modules, and said network 
wireless LAN interfaces of said plurality of interchangeable communications modules 
each operating using a different wireless LAN mode (see column 3, lines 1-17 of Dhir). 

However, Dhir does not specifically mention that the cryptographic 
module and the communication module are removably coupled. 

ii. Cheng teaches a add-on card for connecting to both wired and 
wireless networks, wherein Cheng discloses that "The network connection module can 
be detachable from the add-on card to allow for various network configurations." (see 
figure 4; and abstract, lines 9-1 1 of Cheng). 

iii. It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teaching of Cheng into the method of 
Dhir to make the communication module removable from the cryptographic device. 
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iv. The ordinary skilled person would have been motivated to have 
applied the teaching of Cheng into the system of Dhir to make the communication 
module removable from the cryptographic device, because "The network connection 
module can be detachable from the add-on card to allow for various network 
configurations." (see figure 4; and abstract, lines 9-1 1 of Cheng). 
Referring to claim 21 : 

i. Dhir teaches: 

A communications method comprising: 

coupling a cryptographic module to a Local Area Network (LAN) 
device, a cryptographic processor coupled to the user LAN interface (see figure 8, 
element 321 'encryption engine'; and figure 9, element 335 'LAN', of Dhir); 

providing a communications module, a network wireless LAN 
interface (see figure 8, element 301 'wlan [i.e., wireless local area, network] transceiver', 
ofDir); 

using the network wireless LAN interface to communicate with a 
wireless LAN (see column 6, line 66-column 7, line 3 of Dhir). 

However, Dhir does not specifically mention that the cryptographic 
module and the communication module are removably coupled. 

ii. Cheng teaches a add-on card for connecting to both wired and 
wireless networks, wherein Cheng discloses that "The network connection module can 
be detachable from the add-on card to allow for various network configurations." (see 
figure 4; and abstract, lines 9-1 1 of Cheng). 

iii. It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teaching of Cheng into the method of 
Dhir to make the communication module removable from the cryptographic device. 

iv. The ordinary skilled person would have been motivated to have 
applied the teaching of Cheng into the system of Dhir to make the communication 
module removable from the cryptographic device, because "The network connection 
module can be detachable from the add-on card to allow for various network 
configurations." (see figure 4; and abstract, lines 9-1 1 of Cheng). 
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Referring to claim 25 : 

i. Dhir teaches: 

A communications method comprising: 

coupling a cryptographic module to a Local Area Network (LAN) 
device, a cryptographic processor coupled to the user LAN interface; coupling the user 
LAN interface to a LAN device (see figure 8, element 321 'encryption engine'; and figure 
9, element 335 'LAN', of Dhir); 

coupling one of a plurality of communication modules to the 
cryptographic module, and the network wireless LAN interfaces of the plurality of 
interchangeable communications modules each operating in a different wireless LAN 
mode (see figure 8, element 321 'encryption engine', element 301 'wlan [i.e., wireless 
local area network]; column 3, lines 1-17; and column 6, line 66-column 7, line 3 of 
Dhir); and 

using the communications module to communicate with a wireless 
LAN (see figure 8, element 301 'wlan [i.e., wireless local area network]; and column 6, 
line 66-column 7, line 3 of Dhir). 

However, Dhir does not specifically mention that the cryptographic 
module and the communication module are removably coupled. 

ii. Cheng teaches a add-on card for connecting to both wired and 
wireless networks, wherein Cheng discloses that "The network connection module can 
be detachable from the add-on card to allow for various network configurations." (see 
figure 4; and abstract, lines 9-11 of Cheng). 

iii. It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teaching of Cheng into the method of 
Dhir to make the communication module removable from the cryptographic device. 

iv. The ordinary skilled person would have been motivated to have 
applied the teaching of Cheng into the system of Dhir to make the communication 
module removable from the cryptographic device, because "The network connection 
module can be detachable from the add-on card to allow for various network 
configurations." (see figure 4; and abstract, lines 9-11 of Cheng). 
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Referring to claim 29 : 

i. Dhir teaches: 

A communications system comprising: 

a plurality of Local Area Network (LAN) devices coupled together 
to define a network, and a cryptographic device coupled to at least one of said LAN 
devices (see figure 9, element 335 'LAN'; and figure 8, element 321 'encryption engine', 
of Dhir); 

said cryptographic device comprising a cryptographic module 
coupled to said at least one LAN device, and a communications module (see figure 8, 
element 321 'encryption engine', element 301 'wlan [i.e., wireless local area network] 
transceiver' of Dhir); 

said cryptographic module comprising a cryptographic processor 
coupled to said user LAN interface (see figure 8, element 321 'encryption engine', 
element 325 'host bus interface', element 326 'host device interface' of Dhir); 

said communications module comprising a network wireless LAN 
communications interface, coupled to the cryptographic processor and switchable 
between wireless LAN modes (see figure 8, element 301 'transceiver'; and column 3, 
lines 1-17, of Dhir). 

However, Dhir does not specifically mention that the cryptographic 
module and the communication module are removably coupled. 

ii. Cheng teaches a add-on card for connecting to both wired and 
wireless networks, wherein Cheng discloses that "The network connection module can 
be detachable from the add-on card to allow for various network configurations." (see 
figure 4; and abstract, lines 9-1 1 of Cheng). 

iii. It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teaching of Cheng into the method of 
Dhir to make the communication module removable from the cryptographic device. 

iv. The ordinary skilled person would have been motivated to have 
applied the teaching of Cheng into the system of Dhir to make the communication 
module removable from the cryptographic device, because "The network connection 
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module can be detachable from the add-on card to allow for various network 
configurations." (see figure 4; and abstract, lines 9-11 of Cheng). 



6. Claims 8-10, 18-20, 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dhir et al. (U.S. Patent No. 7,142,557 B2) in view of Cheng (U.S. 
Pub. No. 2003/0221034 A1), and further in view of Klein (U.S. Patent No. 6,857,076 
B1). 

Referring to claims 8, 18. 36 : 

i. Dhir and Cheng teach the claimed subject matter: a cryptographic 
device (see claim 1 above). Dhir further discloses the encryption engine (see figure 8, 
element 321 'encryption engine' of Dhir). 

However, they do not specifically mention the data buffer. 

ii. Klein teaches data security for digital data storage, wherein Klein 
discloses the data buffer (see column 5, lines 57-67 of Klein) 

iii. It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teaching of Klien into the method of 
Dhir and Cheng to utilize the data buffer for encryption. 

iv. The ordinary skilled person would have been motivated to have 
applied the teaching of Klien into the system of Dhir and Cheng to utilize the data buffer 
for encryption, because data buffer can be used to store data during encryption 
process. 

Referring to claims 9, 19 : 

Dhir, Cheng and Klein teach the claimed subject matter: a 
communications system (see claim 1 above). They further disclose the tampering (see 
column 7, line 44-45 of Klein). 

Referring to claims 10. 20 : 



Application/Control Number: 10/806,668 
Art Unit: 2135 



Page 11 



Dhir, Cheng and Klein teach the claimed subject matter: a 
communications system (see claim 1 above). They further disclose the disabling (see 
column 10, lines 1-3 of Klien). 



Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Joseph Pan whose telephone number is 571-272- 
5987. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kim Vu can be reached at 571-272-3859. The fax and phone 
numbers for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 571- 
272-2100. 



Joseph Pan 
June 7, 2007 



